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If not already done. 1 woul< ike to place the Harbndge 
Mouse study in lta context end indicate why such a study was 
sought, and to give you a< mm lnsicjht into the general view 
of tne attorneys raj esenting Rail agencies who were charged 
with analysing the study's application to government patent 
poiicy. I should further qualify my remarks by stating that 
they are an interpretation of the general views of the people 
monitoring and analysing the Harbrldge Mouse study, and for 
this reason, they My be relevant and pertinent; but as they 
also represent the views of the "subject” of the study, these 
remaiks My be dismissed as wholly incompetent, biased, and 
Irrelevant — take your pick. 

The 1963 Presidential Memorandum on Government Patent 
Policy established the Patent Advisory Panel under tha Federal 
Oounc \ mrui T»rhnr» \ nm; . The active members of 
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this Pansl. tor the most part, wtr« made up of operating 
•y»nc y paten** personnel. The Patent Advisory Pan** I onc«*n- 
t rated its efforts on tha lapleiMntation and •dminia» ution 
of the •'reeldent'e Memorandum. In a concent rat«<* effort to 
study in greater detail the principles established by ih* 
President's patent policy and to evaluate the effect of these 
principles on the public interest, the PCST established the 
Committee on Government Patent Policy in December 196). 

The Committee, in addition to acquiring members from the 
aqenciea on the Pecerai Council, also included representatives 
from the Antitrust Divio ion of the Department of Justice and 
the fctate Department. The committee thus reflected a broader 
view than that held by the R4D aqenciea and. in effect, had a 
higher mission than the Patent Advisory Panel, that ie . to 
look at the overall government patent policy leeue. 

The Committee defined three basic patent policy questions. 
These were the effects of alternate patent policy on (1) 
achieving utilisation >f government financed inventions. 

(2) obtaining fullest pai i lcipation ol industry in government 
R4JD programs, and (3) competition in commercial markets. A 
fuller diacuaelon of theae questions, if anyone is interested. 



can be found in the fCiiT Annual Mport on Oovarnnant Patent 
Policy of Juno 1 9b 7 and In Voluac 1 of tho Uarbrldga jftoue* 
study. 

Aftar reviewing tha varioua amwara to thaaa policy 
laauaa of farad by tha literature and in testimony to Congreea. 
tha committee fait that moat of thaaa anawers wo ra baaad on 
opinion on tha part of CovernsM'nt and industry repreaantat lvaa 
and that littla had baan dona to accumulate facta and data on 
this subject. Cover meant patent policy waa , of couria, a 
highly controvaraial iaaua in tha lata fifties and early eixtiee, 
and charges and counter-charges , opinions baaed on personal 
experience, self-interest, and sometimes ignorance brlstlod 
in tha air. In tha last few years, ail this seams to have 
died out, which perhaps attests to **e basic soundness of tha 
President f a Memorandum on Patent Policy, or to tha fact that 
tha American public cannot cope with tha same iaaua for more 
than a few years at a time. It appears that government patent 
policy ie no longer news, or perhaps no ona wants to apeak on 
thia subject anymore without digesting the complete Harbridge 
House report — a formidable task. That 9 # probably why ao 
many of you ara bars tr**ay — to find out what this report 


le all about 
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ro fill this information gap. tha ComnittM on (iovernmmt 
Patent Policy contractad with Harbridge Mouse , after a sollri- 
t«.tion, to arcuaulata tha data necessary to rormuiaia lnforma- 
tiva anawara to tha quaationa on tha affact of government patent 
policy on utilisation, part lcipat ion and compatltion. You hava 
haard of thaaa raaulta from Mr. Mi liar 'a raauma and tha viaws 
of Profaaaor Scherer, a parson who, in my opinion, haa a great 
daal to offar ua from hia in-depth understanding of tha govern- 
mant procuraaant ayatam and aconoaic thaory. Ha la a vary nard 
act to follow -- l'va triad bafora, failad miaarably, but I'll 
try again. Whi'.a 1 agree with moat of tha analyaaa and conclu- 
sions of Profaaaor Scherer, Z Intend to offar tha practical 
view — or, if you hava, a majority view, held by tha operating 
patent paraonnai of tha major government R4JD agencies. 

First, though, let me say that soiae of these people argue 
against anyone taking this study seriously. While they consider 
tha study to be impress iva and perhaps sore quantitative or 
qualitative than any study aver performed on government patent 
policy, soss question the validity of the data base, others 
the type of data collected, or the conclusions drawn by 
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Harbrldga ((oust regarding this data, and • van whether any 
quaatlona at all hava baan anawarad by thia study. ax rapt 
l»w to apand $ 400 , 000 ; and, of couraa. aoiaa argua that avan 
this laaaon wasn't aufflclant for aoat of ua . far haps 1 'a 
too hard on tha critics hara. La t aa giva you a faal for a 
fax apaclfic criticisms voicad against thia atudy. 

1. Many of tha findings ara baa ad on attltuda 
intarviswa of biaaad partiaa who knav tha 
purpoaa of thia atudy; 

2. Thara was a nacaaaaiy lntarpratat ion by paraona 
filling out tha quaat ionna lraa which randara 
tnair anawara quaationabla aa thay knaw tha 
purpoaa of tha atudy; 

3. Many of tha findings ara basad on statistical 
data aubjact to sarioua quaatlona bacauss of 
tha limitad nurebar of raaponaas. Tha ragrasalon 
analysis* for axaapls, usad in tha atudy auffars 
f ron tha fact that only a small numbar of uaaa 


ra raportad; 
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4. The limited number of govs rnmmnt -owned patents in 
the sample, end the feet tnst in ease ceeee these 
petente resulted in (jovsrnssnt ownership efter -he 
contrector did not exercise hie option to obtein 
title, seriously distorts the quelltetive fectore 
of the sampler 

5. A high number of unreturned quest lonne ires -- 
only 2,024 of 3,39d sent were returned (00%), 
which represented only 1^2 of the 403 contrsctors 
involved (41%) , rendering the ststistics) dsts 
quest ionsble. Were the non- responders utilisers 
or non-utliisere , or people who refused to license 
their petents, or whst? 

6* The study amy not spply to the President's 
memorandum ss the terms used sre different. 
Basically, the tens "prior experience" used 
throughout the study is not equivalent to the 
term "established nongovernmental cossserclal 
position" as it is used in the President's 
memorandum. 
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Notwithstanding #11 the criticism and akapticiim voiced, 
most of ua v law tha liarbrldya Houaa raport a a a valuable addi- 
tion to tha patant literature, even though it did not establish 
new concepts or make any unant lc lpatad findings. After the 
final reports wars carefully analysed, we were seriously con- 
cerned if we would be criticised for spending tha taxpayers' 
soney to establish what tee already thought we knew to be the 
case. Perhaps this teas merely a group of patent people 
practicing hindsight on large scale. Certainly, the data 
collected by liarbrldge house is unique and will becosw store 
valuable in the foreseeable future as an aid for future 
researchers . 

Now that we've looked at sosw of the criticism, let's 
see what the Harbridge house report basically says to us. 

a* A single presumption of ownership to the inventions 
flowing from governsttnt research and development 
does not provide a satisfactory basis for either 
a goverrusent-wide patent policy or for the patent 
policy of a single agency or goverraaent program; 
and 
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b. Operational fiawiblllty in the Allocation or 

rights to inventions resulting r ron govern«»ent 
r«««trch and davalopMnt It nttdtd for t >»• 

(^vtrruMnt tqtncltt to arco«pUih their missions 
undtr dif rtrinq contracting oituat lont . 

Tha study indirtttd that to achiava (a) Increased ut l Illa - 
tion of governvent tpontortd lnvant lor.s , (b) increased oartlcl * 

pat Ion by industry in vovtrruMnt rttaarch and d«vwlo|tM«nt 
programs , and (c) increaaad cortott ition in tha taarket place, 
govarnatnt patant policy had to conaidar factors auch aa i 

1 . Tha visa ion of tha sponsoring chancy , including 
tha purposa and natura of tha particular contract 
to ba avar dad ; 

2 . Tha extent to which tha Oov«rnxient davalopad tha 
invantion for public usa and tha proswtionsl 
activitias of tha sponsoring agency; 

3 * Tha applicability and potantial of tha invantion 
to tha coamercial Mrket place; 

4 * Tha prior coaaaarclal experience of tha contractor, 
and tha rslatlonshlp of tha contractor's prlvataly 
f in an cad rasaarch and development to tha goverruaent 


work; and 
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5. Tha ilia, nature ami rtaaarrh orlanlaUon of 
thf industry and sirhat that will ba using t 
Invan* Ion . 

btatflii in ai*jtlt«r way. Hie llarbr Houaa study dis*<jr««s 

with tha a inula m asuamtlon thsorv . tha all whlta or all black 
position that althar tha Oovarniaant should hava tltla to all 
Invantlons mada undar R41) sponsorship of an a«j«nry , or that 
all tha Oovarniaant avar naads is a 1 leans* to practlca tha 
Invantlons mads undar its sponsorship. Thar# ars bom saoy 
dsclal«>ns wnlch My ba raadlly mad a on whsth'ir tha Oovarniaant 
or a contractor should ratain tltla to tha raaults of a particular 
taaaarch a/fort. Mowavsr. aost of tha daclslona ara in tha 
gray araa whara many of tha factors no tad by tha Marbridgs 
llouaa study must ba cons Ida rad. 

Tha Hirbrid^# llouaa study backs tha basic soundnass of 
a policy which parmlta dacialon on tha allocation of rlqhta at 
tha tlma of contracting In cartaln situations whara all tha 
ralavant facta, such aa tha mission of tha agancy, purposa of 
tha contract, natura of tha markat, cosssarcial axparlanca of 
tha contractor, lntantlon of tha agancy to proaota tha 
lnvantlon ate., ara know. Whara thasa facta ara not claar. 
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th« decision on the ellocetlon of right! shoo Id be d«r«rred 
to • later t lee after the invention he a been idont 1 f leg . Km 
X will note, the basic argument by those who were analysin<| 
the lierbrldge House study was whet did the study sitow about 
drawing the line dividing the three basic alternatives of 
tha President's policy, which are i 

1. initial option for title in the Government at 
the time of contracting (Section 1 (a) ) r 

2 . initial option for title in the contractor at 
the time of contracting (section 1(b) It or 

), deferring the decision until after the invention 
was identified (Section 1(c). greater righta 
under Section 1(a)). 

Since the reason for this study was to examine the principles 
of governswnt patent policy, let us look in seme detail at the 
Herbridge House study as it applies to the patent policy established 
by the Presidential Memorandum. Plrst of all. Harbrldge House 
taught us very little, if anything, about sosw elements of this 
patent policy. Nothing conclusive was related irom the study 
to Sections 1(a) 3 and 1(a) 4 of the Preedlential H es ter and urn. 


- 11 - 

You will rscsll itkomm mcl ions require ll.« Oovernnont to 
retain the principal rights to invention* in the first 
inttinrt when tbs contract pertain* to new field* of science 
and technology in which the clove r.uwnt ha* leen sole or 
principal cievolope* , and wrier, the #:ouialt\on of tit le by 
a contractor might give him a dominant or picferred commer- 
cial position (beet ion l(*j j' . and in the case where trie 
contract requires the operation of a government research 
or production facility, or the coordination and direction of 
the work of othera (Section l(a)4). 

The study supported a presumption of the normal acquisi- 
tion of title by the Government whenever the purpose of the 
contract was public orlsnted since it indicated that exclusive 
rights in the contractor vert generally not necessary in order 
to achieve the desired cosssercial utilisation whenever (a) 
there is a waiting market for the results of the research, 

(b) the results of the research are developed to completion in 
a technical and commercial feasibility context, that *' 
little private technical aevelopsttnt is needed to sarket the 
invention, and (c) the research is Tollowed up with proantional 
and marketing activity by th-J government age. icy . This is the 
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type of %*>rk carried on by moat of *he “public oriented" 
government agencies. further, whara tha abova factors ar« 
praaant , and whara thara la llttla additional davalopsant 
coat nacaaaary to work tha invan Ion, tier bridge House found 
that government ratantion of tit la "can b* an affactiva spur 
to competition* and greeter utilisation aa licanaas ara 
availabla to all cosiara. 

Ivan in thaaa sltuationa an inflexible presumption of 
tltla in tha Government la not in tha public lntaraat ainca 
examples wara uncovarad by tha atudy whara it appeared that 
participation by industry may ba a p rob lam. For example, In 
tha casa of a patent sensitive industry, such as exists in 
tha medicinal-chemistry area, flexibility was needed even 
though tha contracts fail under Section ▲ (a) . Tha application 
of tha exceptional circumstances provisions cnder Section 1(a) 
by tha head of tha agency was thought to provide sufficient 
flexibility to affectively solve any participation problem 
which fall under this provision of the Presidential Memorandum. 

The tlarbridge House study also adequately presents a 
case for the grant of "greater rights" to the contractor on 
a case-by-case basis after the invention has been identified. 
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If such • grant it in th« public lnUrttl, to Achitvc tha 
coMMrclii utilisation of tha invantlon. This la ao vhathsr 
or not tha invantlon raaulta froai a contract undar tha tit la 
saction. Sartlon 1(a). or tha dafarrad Sactlon 1(c). Whara 
tha grant of auch graatar rlghta la a nacaaaary lncantiva to 
call forth privata risk capital to bring tha invantlon to tha 
point of practical application, or tha contractor ha a tubatan- 
tlal aquitlaa in tha invantlon. or tha aponaorlnq agancy doaa 
not lntand to coag>lata tha davalopiaant of tha invantlon. or 
undartaka lta nacaaaary prosotlon. tha patant policy ahould 
ba flaxibio anough to provida for a balancing of tha intaraata 
of all tha partia*. including tha public ir.tarast and to 
accordingly allocata patant rlg.ita. 

Thara la aoM recognition that, whila Saction 1(c). tha 
dafarrad situation, la broad anough. a raviaion ia raquirad to 
Baction 1(a) which would panalt contactors to obtain M graatar 
rights” aftar an Invantlon had baan idantlfiad avan though 
such invantlon My ralata to haalth or walfara or to a product 
intandad for usa by tha ganaral public. This typa of invan- 
tion ia taratd to ba an ”ob)act invantlon” and. whila it My 
ba nacaaaary to provida a ”t*ghtar" taat in datarminlng whathar 
or not to grant axclualva rlghta to contractors in "objact 
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inventions, 1 * flexibility end guidelines to achieve lucit e 
grant ere needed rather then en imp 1 ice t ion prohibiting such 
e grent es le presently found *r, Section 1(e) of the free ident ie 1 
Memorandum. 

The me)or eree of d ieegr semen t le the epplicetion of the 
study to tiectlon 1(b) of the President's petent policy es it 
effects the util list ion of inventions, the pert lclpst ion of 
cont rectors in the government RaD program, end the effect on 
competition by the contrector's ownership of these inventions. 
Section 1(b) provides thet if l^e contracting circumstances 
ere not within lection 1(e), then where the purpose of the 
contrect is to build upon existing technology for use by the 
Government, es opposed to use by the generel public, then the 
contractor should normelly acquire title when he hes en 
esteblished nongovernments! commercial position directly 
related to the field of the contrect. Is this the correct 
piece to drew the line? The study can be considered to be 
indecisive here. As to pert icipet ion, the study attempted to 
establish thet the greeter the correlation between e contrector's 
private IR4D and the government work, and the greater his commer- 
cial orientation, the greater was the likelihood that he would 
refuse to participate in government work unlees he was granted 


till* to the results of such work. But at what point a 
refusal to participate waa reached waa not identified by the 
atudy. To some, beet Ion 1(b) la far broader than la needed 
to eoive the part icipat ion problem, and in practice today, 
reaulta In many contractora obtaining title to invent lone 
without even hla direct reo< oat therefor. 

bectlon 1(b) la baelcally uaed by "mission oriented" 
aqenclea (DOD) and the Harbrldge Ifouee atudy found that 
lnventlona made by theae agenclea are not generally applicable 
to comr.«ircial uaea. Aa to utilization, the atudy further found 
that theae lnventlona often need more technical development for 
their commercial! Bat Ion than do lnventlona from the "public 
oriented" agenclea. The data alao ahowed a etatlatlcal correla- 
tion between lncreaaed commercial uae and contiactora h »lng 
both prior commercial experience and excluaive right®. Thua , 
providing for the principal righta In the contractor in Bectlon 
1(b) aituationa would tend to match excluaive righta and commer- 
cial experience — the beat ingredlenta to reach utilisation. 
However, there la doubt that the Harbrldge House data la 
statistically valid here, aa in the cases studied, the contraccor 
had the initial option to acquire title to resulting inventions 


and moat probably chose tha invention* which had rommorcial 
valua. Alao. aom a Invantiona wara ao ralatad to trie existing 
products of tha contractor tliat tha contractor would uae t he 
invention with or without exclusive rights. Thua . the study 
failed to datarnina to what extant excluaive rights are a 
factor in trie utilisation of an invention and in what aitua- 
tiona excluaive rights are neceaaary to achieve utilisation. 

All It reported waa that uae waa achieved and the contractor 
had excluaive rights and prior experience. 

further, aa to competition. the study did reach the con- 
clusion that permitting contractors to retain excluaive rights 
in inventions stemming from mlaaion oriented RAD contracts did 
not have an adverse effect on competition for two basic reasons i 
(1) the rate of uae of these inventions la low. and (2) con- 
tractors were generally willing to license these inventions. 
However, this may be discounted somewhat ae there waa little 
analyele in the study on the practical conditions of the licensee 
and no attempt waa made to measure the accumulative effect of the 
grant of patent rights stemming from government sponsored work 
in a specific field of technology. Thus, it may be argued that 
one may diacouit the Harbrldge House findings that there waa 
no adverse effect on competition by the general retention of 
title to inventions by contractors in 1(b) situations. 
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A major issue thus baroMi should tne criteria of 1(b) lx* 
severely tightened so that it would b« applicable only to aolve 
ths participation problem. Thsra is som validity to the argu- 
ment for this action, but ths nat affact of such a change would 
ha that, in the iaa)orlty of cases, the allocation of rights to 
inventions would j« decided not at the tine of contracting, but 
on an invent ion-by* invent ion basis. 

A brief description of what this means may be of value. 

NAfiA presently uses a similar system, as it is required to do 
so by its enabling legislation. Do, we have sosie experience here. 
The possibility of obtaining a "license clause" at the time of 
contracting would depend upon a prospective contractor showing 
that he would not participate in the contractual effort without 
such a clause. If his cos^>etitor would do so, such a position 
would probably disqualify him for the receipt of the contract. 

If he could not establish his need for a "license" patent clause, 
he would receive a title clause, which I will call a "deferred" 
clause, and which would operate very similarly to the present 
"deferred" or "title" patent clause of DOD, ss th'se clauses 
are, in effect, the same. Each time an invention was made and 
the contractor desired to obtain "greater rights" or exclusive 
rights to the invention, he would have to make such a request to 
the contracting agency with sufficient documentation to support 


tha rvquvil. Tha sponsor ing agancy would hava to trvi«w esrii 
such raquast on s caaa-by-caaa basis and randar a ds< \aion. 
with adaquata appaal rights rasarvad to tha contractor. This 
would rasuit in larga workloads in tha larga mission nganciaa 
(DOO) . a workload which thay ara not prasantiy staffad or 
fundad to undartaka. furthar , if tha sponsoring agancy daniad 
a raquast for "graatar riqhta" for ona raason or anothar , it 
would most probably hava to p.tant tha invantion itsalf. 

This is a much s»ra difficult task for tha Govarnisant to undar- 
taka than it is for tha contractor* basically for tha raason 
that tha qovarnmant attornay and tha invantor ara saparatad by 
both distanca and organisation. 

If tha sponsoring agancy doas not hava adaquata patant 
parsonnal or budgat to par form tha nacassary admin 1st rst iva 
and profasslonal tasks to obtain patant protaction for tha 
invantion* it iosas whatavar dafansiva vaiua it may claim from 
tha issuad patant* it iosas tha tachnical publication of tha 
patant spacif ication* and tha possibility of avar providing 
an incantiva by tha grant of axclusiva rights if such an 
incantiva is nacassary to achiava utilisation. 


The Adffinistril ion of a patent policy having 4 mnr« 
raatrictiva faction 1(b) requires a larger patent atarf and 
a greater budget than la preaently available for euch f mr poeee 
in moat large elation oriented agencies. Thus, there ie great 
hesitation on the part of theae agencies to consider the 
allocation of patent rlqhta on a caee-by-case baa la. 

The poaltion to retain the b”oad sweep oi beet ion 1(a) 
ran aleo rely on the Marbrldge Houae finding that the invent lone 
falling in the preeent beet Ion 1(b) category, while admittedly 
of low utilisation, did achieve greater utilisation than other 
inventiona since the contractor had both prior experience and 
exclusive rights. Aleo, exclueive rights did not advereely 
affect coaipetition since their utilisation rate was low and 
tney ueualiy were available for licensing. And even if the 
coaipetition pro blew isn't solved, the "march- in " rights of 
Section 1(b) and (c) would effectively alleviate this problem, 
finally, the broad application of Section 1(b) tends to solve 
the participation problem elnce we are dealing in an area where 
the Government's work and the contractor's work are closely 
related. The arguments against changing Section 1(b) at this 
time are the most persuasive. 


should also <*on« id«r another aa|>«( t o ; patent policy 
that, lrrtip«ctlv« of the (Jov«rnment*i policy on th«* allocation 
of ownership to inventiona resulting fro* lyoverrmient aponaorad 
^••••rch and devt lojiment with industry, the Uovar nment ' s |>et ant 
portfolio is going to continus to grow. una ans^r to cope 
with this accumulation is ths suggestion that tna Government 
could aolva this problsai snd save money by retiring, on ull 
psy , sli of its patent attorneys. 1 have yet to find a 
government patent attorney who disagrees with this suggestion. 

Another solution, discussed over the years by titose who 
believe that it is impossible to stop this accumulation, and 
which 1 believe is supported by the Harbridge House study, 
is the grant of exclusive rights by the Ooverrusent to a selected 
applicant, for a limited period of time, as an incentive to 
work the Invention. The study found that when the invention 
is not directly applicable to commercial uses and requires 
substantial private developswnt to perfect it, applies to a 
email market, or is in a field occupied by patent sensitive 
firms, and Mrket potential alone is insufficient to achieve 
use of the invention, exclusive rights may tend to proaote 


utilisation 


Now, if this invention wee initially made by a ijoveir>m«nt 
contractor. It may be possible to <jrant back title to ths 
Invtnt ln>/ contractor If adequate assurances are obtained that 
he will proew>te the invention. In many rases, this is either 
not practical, or there la no such contractor, as the invention 
My have been derived frosi a government employee. A clear 
policy la theretore needed which would provide the guidance 
to government agencies on granting exclusive rights to other 
partlea In order to achieve the utilisation of the invention. 


